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Infringement by Importation:  
Reasons to be worried and what to do  

by Dr Tim Fray 
 

In April of this year I visited San 
Francisco�the city by the bay! After the 
meandering queues at the airport 
came the imposing border police 
guard. He asked �What job do you do?� 
and when I said �patent assistant� he 
seemed genuinely interested, because 
let�s face it intellectual property is not 
everyone�s cup of tea. �Ah � intellectual 
property� he said, �that�s what I do�. I 
must say it took me a minute to 
register what he was talking about but 
then he explained and it all became 
clear.  
�Well your job is to stop anyone 
copying and my job is to stop any 
fake goods entering the country.�  
 
Indeed the import of fake goods is a 
serious offence, and whilst he didn�t 
pull his gun on this occasion, it got me 
thinking about what to consider when importing a product into the UK.  
 
In the UK, a person infringes a patent for a product if without consent of the proprietor 
they import the product, or if the invention is a process they import a product obtained 
directly by said process.  
 
Other infringing activities include manufacture, offer to dispose of, dispose of, use and 
keep in relation to the product. The relief available to the proprietor (amongst other 
things) can be in the form or damages, or an account of profits, an injunction or an 
order to destroy or deliver up the product.  
 
So don�t say you haven�t been warned! 
 
And it doesn�t stop with patents. The proprietor of the Registered Design is entitled to 
exclusive use of the design. �use� in this instance means making, offering, putting on the 
market, importing, exporting, or using a product incorporating the design or to which it 
is applied, or stocking the product for any of those purposes.  
 
Intentional Infringement of Registered Designs is now a criminal offence! 
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But where does the liability rest?  
 
Well, I am reminded again from this photo 
taken at a Chinese restaurant in Chinatown in 
San Francisco that once again, liability is a 
serious issue. Who is liable in an action for 
infringement due to importation? What are the 
consequences? There are often many parties 
involved in a supply chain. The recipient, the 
lorry driver, the lorry company, the dock 
worker, the import company, or the freight 
company. There is often not a clear answer � 
but the chances are you will have some 
responsibility in the matter if you are the end 
user and therefore some liability. And of course 
it doesn�t end there, as after importation you 
are most likely keeping or using the 
imported/infringement product. So, even if you 
escape the importation claim, you might be 
liable for a separate claim.  
 
Freedom-To-Operate 
 
So, what to do? Well, before you import goods from other countries, we recommend 
completing a Product Clearance search, otherwise known as a Freedom to Operate 
(FTO) search. An FTO search will search for patents which are in force in the UK (or in 
the region you are importing into) that have claims covering the product to be 
imported. Without such a search, if you are then found to infringe someone else�s 
patent or design, this would be regarded as wilful infringement, which can lead to 
higher damages in the court.  
 
This is all exhausting 
 
In the European Economic Area (EEA) the Exhaustion of Rights doctrine applies once a 
product has been put on the market in the EEA with the proprietor�s consent. This 
means that if the product is sold by the proprietor say for example in France, then 
anyone can import those products purchased from the proprietor (directly or indirectly) 
in France into the UK (or any other EU State for that matter) with impunity. It�s just 
something to bear in mind if considering the import of products from overseas.  
 
Am I compatible?  
 
Unfortunately, though, the matter doesn�t stop there. If you import parts from overseas 
to supply to customers in the UK as compatible items, you may find nothing from the 
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FTO search that points a finger at your product, and you would escape infringement by 
importation, but you could be liable if your imported part is deemed an essential 
element on another party�s patent.  
 
In the UK a person also infringes if they supply or offer to supply to an unauthorised 
party in the UK, means related to an essential element of the invention where it is 
known or obvious that such means are suitable for and intended for putting the 
invention into effect in the UK. 
 
For example, in Nespresso coffee machines which use specially shaped coffee capsules, 
the interplay between the machine and capsule is patented. Duralit then supplied third 
party capsules to consumers. The capsule is an essential element and would normally 
have led to infringement. This would have meant only seeing Nestle Nespresso capsules 
on the shelf in the supermarket.  
 
But as it happened, it was held that the purchasers of Nespresso machines are not 
unauthorised parties as they have an implied licence through purchase of the 
machines. So no infringement. And this 
explains why supermarkets are now 
able to sell lots of Nespresso 
�Compatible� capsules.  
 
Are you making compatible 
products? 
 
Summary 

 Importation is an infringing 
act. 

 FTO searches should be 
completed before 
importation commences.  

 Import is fine if you are 
importing the genuine 
product actually marketed by 
the proprietor elsewhere in 
the EEA. 

 Always consider secondary 
infringement.  

 

If any of these issues might be applicable to your business, call us on 
01522 801111 for advice. 
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